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Attorney Docket No/. 260S-I-004N 

REMARKS 

Claims 1-45 are pending in the ^plication. Claims 42-45 are withdrawn from 
consideration. Claims 42-45 (method claims) have not been examined, however, both compoimd 
and pharmaceutical composition claims were examined The Examiner rejects claims 1-13, 17- 
20, 24-35 and 39-41, however, the Examiner indicates that claims 14-16, 21-23 and 36-38 would 
be allowable if written in independent forai. Applicants zppttcisitc the courtesy of tfie telephone 
call to J. David Smith on May 8, 200S wherein die Examiner telepbonically eT^ressed concerns 
and indicated issues that upon resolution would place the application in a believed condition for 
allowa&ce. Applicants herein address all of those discussed issues as follows: 

First, Applicants remove Compound 17 &om claim 30 because the compound does not 
&U within the scope of the claims as amended; 



Second, Applicants change claims 26, 27 and 28 so that n is defined as an integer equal to 
or greater than '1'' so that the claims all &li within the scope of the previously amended 
independent claims; and 

Third, Applicants clarify the meaning of the used in nomenclature to name the 
compounds of claims 8 and 30. Applicants appreciate that ttie compounds may not be 
named according to the most conunonly mti nomenclature because of the existence of 
the ''C/' however. Applicants understand that it is a long setded principle of 
law diat a patentee may be his own lexicographer. For the record, and to clarify the 
intent of &e nomenclature as well as the scope of the patwt claims. Applicants intend the 
X" to refer to the carbon atom that is double bonded to a ''NT atom that is in turn double 
bonded to an "0^' atom hereby forming a fimetlonal group that is found in all of the 
compounds of the present invention. First description of such fimctional group may be 
found in ihc specification on page 2, paragraph (0008). 
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CONCLUSION 

Applicants respectfully request oitry of the foregoing amendments to the claims. The 
Claims as amended ate believed to be in condition for allowance, and eaily and favorable action 
on the claims is earnestly solicited Should a discussion be helpflil in resolving any outstanding 
issues, the Examine' is invited to telephone tiie undersigned at (201) 487-5800. 



Respectfully submitted. 
KLAUBER ft JACKSON 



t Daviia Smith 
Attorney for Applicants 
^RegLStmtionNo, 39,839 



KLAUBER & JACKSON 
411 Hackensack Avenue 
HackensackNJ 07601 
Tel: (201) 487-5800 
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REMARKS 

Claims 1-45 are pending in the application. Claims 42-45 are withdrawn from 
consideration. Claims 42-45 (method claims) have not been examined, however, both compound 
and pharmaceutical composition claims were examined. The Examiner rejects claims 1-13, 17- 
20, 24-35 and 39-41, however, the Examiner indicates that claims 14-16, 21-23 and 36-38 would 
be allowable if written in independent form. As a preliminary matter. Applicants herein correct a 
minor typographical error in claims 8 and 30 wherein "dibenzenesulfimidophenyl" is 
inadvertently capitalized and make the word lower case as is grammatically proper. 

Rejection under 3S US.C §102 
The Examiner rejects claims 1-13, 17-20. 24-35 and 39-41 under 35 U.S.C. §102. 

Applicants herein affirm their election of Group I, cMms 1-41. with traverse, as the Examiner 

requests. The Examiner rejects the claims noted above as anticipated by the prior art as follows: 

1. Claims 1-6, 8, 24-34 and 39-41 are rejected under 35 U.S.C. §102(b) as 
anticipated by Boyd et al., U.S. Patent 5,476,867 (citing Column 7, compounds of 
formulae C and D). 

2. Claims 7, 9, 11, 17, 19, 29, 31 and 33 are rejected under 35 U.S.C. §102(b) as 
anticipated by Coates et al., J. Org. Chem. (1986) 51:1383-1389 (citing page 1384, 
compounds of formula 10a). 

3. Claims 9, 10, 13, 20, 31, 32 and 35 aie rejected under 35 U.S.C. §102(b) as 
anticipated by Naito et al., Recueil des Travaux Chimiques des Pays-Bas (1996) 
115(1): 13-19 (citing page 14, chart 1 E-Nitrone 2 and compounds of formula 1 in table 
1). 
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Attorney Docket No,: 2605-1-004N 
4, Claims 10, 12, 31 and 34 are rejected under 35 U.S.C. § 102(b) as anticipated by 

Beckett et al., J. Pharm. Pharraac, (1973) 25:708-717 (citing page 716, compounds of 

fonnula Vffl). 

In the interest of advancing prosecution, more clearly distinguishing the claimed 
compounds from the prior art, and obtaining rapid issuance of a patent covering some 
embodiments of the invention, Applicants make two minor changes to the claim language. First, 
Applicants change the recitation of claim 1, part (i) **n is an integer with a value ranging from 
one to six" to "n is an integer with a value ranging from two to six." Second, Applicants make a 
minor change to the recitation in claim 1, part (iv), listed as (a) from "when n is 1 or 2 and R4 is 
tert-butyl or methyl, the RjS, R2, R3 and R5 are not all hydrogens" to *'when n is 2 and R4 is tert- 
butyl, methyl or benzyl, the Ris, R2, R3 and R5 are not all hydrogens." Likewise, Applicants 
change the remaining dependent claims so that they are all within the scope of amended claim 1. 
No issue of new matter arises by way of these changes as Applicants merely focus the claims on 
a subset of the compounds encompassed by the claims examined. Express support may be found 
for "n=2" both in the exemplary compounds and in the claims as filed. Express support for R4 
being "benzyl" may be found in the specification at, for instance, in paragraph 11 on page 4, 
lines 16 and 17 of the text. 

Applicants further change claim 9 to recite that "Z is a saturated aliphatic carbon chain of 
two to six carbon atoms." Additionally, the recitations describing particular compounds wherein 
Z has only one carbon atom are removed. Applicants cancel claim 12 without prejudice in die 
interest of advancing prosecution and in view of the change to claim 9 reciting that Z is a 
minimum of two carbon atoms. Applicants change claim 20 to specify that the aryl moiety is a 
substituted phenyl and change claim 21 to specify that the phenyl is substituted with one or two 
sulfonyls. 

The prior art does not teach or suggest the compounds currently claimed 
Applicants respectfully submit that neither Boyd et a/., U.S. Patent 5,476,867 nor Coates 
et al„ 7. Org. Chem. (1986) 51:1383-1389 nor Beckett et aL J. Pharm, Pharmac, (1973) 
25:708-717 teach or suggest compounds wherein "n is an integer from two to six" as currently 
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claimed. The only compounds that any of these references teach or suggest are compounds 

wherein n is one. There is absolutely no teaching or suggestion of making compounds wherein n 

is greater that one. The references provide absolutely no motivation to make such compounds, 

and there is no reasonable expectation that even if such compounds could be made, that they 

would be stable, or that they would demonstrate any particular activity. 

Applicants respectfully submit that Naito et ai, Recueil des Travaux Chimiques des 

Pays-Bos (1996) 115(1):1349 only teach or suggest compounds wherein n is 2 and R4 is teit- 

butyl, methyl or benzyl, and each of the Ris, R2, R3 and R5 are all hydrogens. As noted, supra. 

Applicants herein disclaim such compounds thereby obviating this rejection. 

The references cited do not teach pharmaceutical compositions of any nitrone compounds 
None of the references teach or suggest pharmaceutical compositions comprising any of 
the compounds within the scope of the original claims. Hence, no changes are made to any of 
the pharmaceutical composition claims. 
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CONCLUSION 

Applicants respectfully request entry of the foregoing amendments to the claims. The 
Claims as amended are believed to be in condition for allowance, and early and favorable action 
on the claims is earnestly solicited. Should a discussion be helpful in resolving any outstanding 
issues, the Examiner is invited to telephone the undersigned at (201) 487-5800, 



Respectfully submitted, 
KLAUBER& JACKSON 




Registration No. 39,839 



KLAUBER& JACKSON 
411 Hackensack Avenue 
HackensackNJ 07601 
Tel: (201) 487-5800 
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